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The MAILING DATE of this communication appears on the cover sheet with th correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communications) filed on 16 January 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) M Claim(s) 7-20 is/are pending in the application. 

4a) Of the above claim(s) 7-20 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment) s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) S Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 4 . 6) □ Other: 
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Detailed Action 



Election/Restriction 

1. Applicant's election with traverse of SEQ ID NO: 2 encoding 
SEQ ID NO:l in Paper No. 11, filed on 13 December 2002 is 
acknowledged. The traversal is on the grounds that the Examiner 
has not established that there would be a serious burden of 
search in examining all of the recited sequences. Since SEQ ID 
Nos: 3-8 are disclosed as being fragments of SEQ ID No: 2, they 
share common structural property with SEQ ID NO: 2 and a single 
search would find all of these sequences. 

This ground of traversal has been fully considered but is 
not deemed persuasive, because, although Applicants assert that 
SEQ ID Nos: 3-8 are * fragments of SEQ ID No: 2, they do not 
disclose exactly how these sequences are related to one another. 
Therefore, contrary to Applicants' assertion a single search 
would not reveal art pertinent to all of the recited sequences. 
Thus, searching more than one product would pose undue burden on 
the Examiner. 

The requirement is still deemed proper and is therefore 
made FINAL. 



NO:l, 2) . Thus, claims 1-6 are under consideration, (claim 2 
will be searched and examined in so far as it relates to SEQ ID 
NO:2). Claims 7-20 are withdrawn from prosecution as being 
drawn to a non-elected invention. 
2. Priority 

Instant application is a continuation in part of 
application serial no. 09/325,993, filed on 06/04/99, which is a 
divisional of 08/948,197 filed on 10/09/97. Based on an 



The elected invention is Group I (claims 1-6, SEQ ID 
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inspection of the parent application, the Examiner has concluded 
that the subject matter defined in this application is not 
supported by the disclosure in application serial no. 
09/325,993, filed 06/04/99, because, the instant specification 
is significantly different from that of the parent application. 
Accordingly, the subject matter defined in instant claims 1-6, 
and SEQ ID NO:l and 2 are afforded the effective filing date of 
05/29/01 which is the filing date of the current application. 
Specification 

3. The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. The following title is suggested 
"nucleic acid encoding a progesterone receptor complex p23-like 
protein" . 

Claim objections 

4. Claim 2 is objected to because of the following 
informalities : 

Claim 2 is objected to because it recites non-elected SEQ 
ID Nos. Appropriate correction is required. 

Claim Rejections - 35 U.S.C. § 101/112 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
5a. Claims 1-6 are rejected under 35 U.S.C. 101 because the 
claimed invention is not supported by either a specific and 
substantial asserted utility or a well established utility. 

Claims 1-6 of the instant invention are directed to an 
isolated nucleic acid encoding a protein having the amino acid 
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the art would not reasonably expect P 
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ui th any degree of P~*^ ^ Qnly 39% lde ntical to the 
mutation of a protein such that 
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Patent Examiner 
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